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1 . Claims 1 , 2, 4 and 8-10 have been examined. Application 09/922,201 (SYSTEM, 
METHOD, AND COMPUTER PROGRAM PRODUCT FOR SELECTIVELY 
DISPLAYING INTERNET ADVERTISEMENTS) has a filing date 08/02/2001 . 

Response to Amendment 

2. In response to Final Rejection filed 03/19/2008, the Applicant filed an RCE on 
09/02/2008, which amended claim 1 and cancel claims 2 and 1 1-31 . 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1, 4, 8 and 9 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Based on Supreme Court 
precedent, a method/process claim must (1) be tied to another statutory class of 
invention (such as a particular apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 
184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing 
(see at least Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A method/process claim 
that fails to meet one of the above requirements is not in compliance with the statutory 
requirements of 35 U.S.C. 101 for patent eligible subject matter. Here the claims fail to 
meet the above requirements because the steps in the embodiment of claims are 
neither tied to another statutory class of invention (such as a particular apparatus). 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 1, 4, 8, 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 

Rakavv et al (U.S. 5,913,040). 

As per claim 1 , Rakavv teaches: 

A computer-method for selectively displaying Internet advertisements, comprising 
the acts of: 

allowing a user to choose at least one advertisement channel from an 
advertisement channel menu presenting plural advertisement channels; 

displaying advertisements at least partially based on what channel is selected by 
the user (see column 3, lines 1 -44; column 9, line 1 5 - column 1 0, line 1 2); 

displaying a menu of user definable advertising attributes (see column 9, lines 
15-50; column 10, lines 21-40), wherein the user definable attributes include at least 
one of: city, zip code, retailers, distance of travel to a retailer, retail only, or wholesale 
only (see column 9, lines 35-40; retailers such as "fast food vendors") 

and further comprising allowing the user to create an advertisement window in 
which advertisements are displayed (see col 9, lines 15-50). 

As per claim 4 , Rakavv teaches: 
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allowing the user to establish the values of the user definable attributes (see 
column 7, lines 42-67). 

As per claim 8, Rakavy teaches: 

the act of displaying at least one advertisement corresponding to a user selected 
advertisement channel (see column 1 1 , lines 45-57). 
As per claim 9, Rakavy teaches: 

wherein the advertisement channels menu includes at least one of: a travel 
advertisement channel, a food advertisement channel, an automotive advertisement 
channel, a clothing advertisement channel, a music advertisement channel, a movie 
advertisement channel, an antiques advertisement channel, a hardware advertisement 
channel, a sporting goods advertisement channel, a housewares advertisement 
channel, an art supplies advertisement channel (see column 9, lines 34-40). 
5. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rakavy 
et al (U.S. 5,913,040) in view of Smith (U.S. 6,615,248). 

As per claim 10, Rakavy fails to teach wherein the advertisements are displayed 
at a device that receives Internet content and television broadcast content. Smith 
teaches a system that displays television programs and Internet content in a user's 
browser (see figures 4 and 5; column 7, lines 25-45). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the application was made, to 
know that Rakavy would use the system taught by Smith , to display television programs 
and Internet information in a browser. This feature would allow users to view television 
programs, while simultaneously searching for information via the Internet. 
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Response to Arguments 

6. Applicant's arguments filed 09/02/2008 have been fully considered but they are 
not persuasive. The Applicant argues that Rakavy does not teach "allowing a user to 
create an advertising window" because according to Applicant, in Rakavy , the system 
calls -not user command - that only advertising can be displayed as background 
wallpaper without implicating user command and used to modify a cursor with no user 
command implicated. The Examiner answers that Rakavy teaches in col 9, lines 15-50 
that the advertising display manager is responsible for selecting and displaying 
advertisements from the User preference and advertisement database, where the user 
inputs in his preferences whether wallpaper or cursor advertisements are allowed. 
Therefore, contrary to Applicant's argument, in Rakavy , there is a user command in 
selecting where advertisement would be displayed . 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James W. Myhre can be reached on (571)272-6722. The official Fax 
number is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/DANIEL LASTRA/ 
Examiner, Art Unit 3688 
November 22, 2008 
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